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DETAILED ACTION 
Drawings 

1 . This application has been filed with informal drawings, which are acceptable for 
examination purposes only. Formal drawings will be required when the application is allowed. 

2. The drawings are objected to under 37 CFR 1 .83(a). The drawings must show every 
feature of the invention specified in the claims. 

a. Therefore, the "opposing joint component" (see claim 1, line 5) and the "mating component of 
the joint" (see claim 8, lines 2-3) must be shown or the feature(s) canceled from the claim(s). No 
new matter should be entered. 

Corrected drawing sheets in compliance with 37 CFR 1.121(d) are required in reply to 
the Office action to avoid abandonment of the application. Any amended replacement drawing 
sheet should include all of the figures appearing on the immediate prior version of the sheet, 
even if only one figure is being amended. The figure or figure number of an amended drawing 
should not be labeled as "amended." If a drawing figure is to be canceled, the appropriate figure 
must be removed from the replacement sheet, and where necessary, the remaining figures must 
be renumbered and appropriate changes made to the brief description of the several views of the 
drawings for consistency. Additional replacement sheets may be necessary to show the 
renumbering of the remaining figures. Each drawing sheet submitted after the filing date of an 
application must be labeled in the top margin as either "Replacement Sheet" or "New Sheet" 
pursuant to 37 CFR 1.121(d). If the changes are not accepted by the examiner, the applicant will 
be notified and informed of any required corrective action in the next Office action. The 
objection to the drawings will not be held in abeyance. 
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Claim Objections 

3. Claim 8 is objected to because of the following informalities: please substitute "said 
bore" (see line 10 and also line 1 1) with -said tapered bore-. Appropriate correction is required. 

Claim Rejections - 35 USC § 112 

4. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

5. Claims 8 and 9 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

a. Regarding claim 8, "the mating component of the joint" (see lines 2-3) lacks antecedent basis. 
Claim 9 depends on claim 8. 

Claim Rejections - 35 USC §102 

6. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

7. Claims 1-5 and 7 are rejected under 35 U.S.C. 102(b) as being clearly anticipated by 
Leonard et al. (US 6,228,120 Bl; cited in Applicants' IDS). 

Referring to Figures 1-9 (particularly Figures 1-3), Leonard et al. disclose a joint prosthesis 
comprising: 
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a. A stem (stem 1) having a bone engagement portion (rod 2) and a surface (frontal face 4 of 
metaphysical section 3) facing the mating component of the joint, said surface defining a bore 
(cavity 7) and a threaded bore (threaded bore 8) aligned with said bore; 

b. A head component (head 20) having a bearing surface (see Figures 1-3) and a tapered cavity 
(tapered cavity 21); 

c. A mounting element (tapered swivel 12 + hemispherical ball joint 10) having a proximal 
portion (tapered swivel 12) configured for engagement (emphasis added to functional language) 
with said head component (see columns 6 and 7) and an articulating portion (hemispherical ball 
joint 10) defining a spherical bearing surface sized to be received (emphasis added to functional 
language) within said bore (see columns 5 and 6) and to form (emphasis added to functional 
language) a friction-fit engagement (see column 6, lines 25-31) with said bore when said 
articulating portion is pushed into said bore, the mounting element further having a passageway 
(cavity 14) through said mounting element with an inner hemispherical bearing surface 
(hemispherical surface 10b) at said articulating portion; and 

d. A screw (locking unit 16) extending from said mounting element for engagement (emphasis 
added to functional language) to said threaded bore (see columns 6 and 7) when said articulating 
portion is disposed within said bore. Said screw comprises a cylindrical rod 17 having threaded 
end 17a formed therein. Said screw further. includes hemispherical ball joint 18 (underside of 
head 1 9) configured for articulating contact (emphasis added to functional language) with 
internal/inner hemispherical surface 10b of hemispherical ball joint 10. The spherical bearing 
surface of said mounting element for contacting said bore to permit movement of said mounting 
element in multiple degrees of freedom (see column 8, line 61 to column 9, line 24). The method 
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for mounting said joint component to a bone is disclosed at column 8, line 48 to column 9, line 
36. The method (particularly, position adjustment) could be performed with or without using a 
trial implant (see column 9, lines 37-48). 

8. Claims 1-3, 7, 10, and 1 1 are rejected under 35 U.S.C. 102(b) as being clearly anticipated 
by Glien et al. (DE 101 23 517 CI; cited in Applicants' IDS). 

Referring to Figures 1-8 (particularly Figures 3-5), Glien et al. disclose a joint prosthesis 
comprising: 

a. A stem (stem 12) having a bone engagement portion and a surface facing the mating 
component of the joint, said surface defining a tapered bore (cavity 14 is tapered at 15, 16, 17, 
and its distal end); 

b. A head component (head 40) having a bearing surface (see Figures 3-5) and a tapered cavity 
(tapered cavity 41); 

c. A mounting element (character 20) having a proximal portion (tapered block 21, 28) 
configured for engagement (emphasis added to functional language) with said head component 
and an articulating portion (hemispherical ball joint 23) defining a spherical bearing surface 
sized to be received (emphasis added to functional language) within said tapered bore and to 
form (emphasis added to functional language) a friction-fit engagement with said bore when said 
articulating portion is pushed into said bore, the mounting element further having a passageway 
(cavity 24) through said mounting element with an inner bearing surface (surfaces 25, 26, and 
tapered surface between the proximal end and distal end of cavity 24) at said articulating portion; 
and 
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d. A screw (screw 30) extending from said mounting element for engagement (emphasis added 
to functional language) to the stem when said articulating portion is disposed within said tapered 
bore. Said screw comprises a cylindrical rod 31 having threaded end 33 formed therein. Said 
screw further includes an underside configured for articulating contact (emphasis added to 
functional language) with said inner bearing surface (surfaces 25, 26, and tapered surface 
between the proximal end and distal end of cavity 24) of the mounting element. The spherical 
bearing surface of said mounting element for contacting said bore to permit movement of said 
mounting element in multiple degrees of freedom (see Figures). 

Claim Rejections - 35 USC §103 

9. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

10. Claims 8-1 1 are rejected under 35 U.S.C. 103(a) as being unpatentable over Leonard et 
al. (US 6,228,120 Bl; cited in Applicants' IDS) in view of Horber (WO 02/39932 Al). 

Leonard et al. disclose the invention as claimed in claims 1-5 and 7-1 1 (see 102(b) 
rejection above) except for particularly disclosing the bore holding the spherical bearing surface 
(see emispherical ball joint 23) as being tapered. However, this is well known in the art. For 
example, Horber (see US 6,818,019 for English translation) disclose a joint prosthesis 
comprising a spherical bearing/articulation surface pressed into either a square/cylindrical 
(Figure 2), polygonal (Figure 3), spherical (Figure 8), or tapered (Figures 1 and 6) bore (cavity 
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19) in order to permit movement of a mounting element (joint head 25) in multiple degrees of 
freedom (see Figures; see entire document). Horber's WO 02/39932 is evidence that, with 
regards to permitting movement of a mounting element in multiple degrees of freedom, 
square/cylindrical bores, polygonal bores, spherical bores, or tapered bores are functionally equal 
and interchangeable. Therefore, it would have been obvious to a person having ordinary skill in 
the art at the time the invention was made to have combined the teaching of a stem comprising a 
tapered bore, as taught by Horber, with the stem of Leonard et al., in order to permit movement 
of Leonard et al.'s hemispherical ball joint 23 in multiple degrees of freedom. 
1 1 . Claim 6 is rejected under 35 U.S.C. 103(a) as being unpatentable over Leonard et al. (US 
6,228,120 Bl; cited in Applicants' IDS) in view of Farey (US 6,203,575 Bl; cited in Applicants' 
IDS). 

Leonard et al. disclose the invention as claimed in claims 1-5 and 7 (see 102(b) rejection 
above) except for particularly disclosing the joint component as defining an opening. However, 
this is well known in the art. For example, Farey teaches (see Figure 6) a joint prosthesis 
comprising a joint component (head 8) having an opening/cavity (bore 42) in order to enable 
access to a tool (see column 4, lines 10-22). Therefore, it would have been obvious to a person 
having ordinary skill in the art at the time the invention was made to have combined the teaching 
of a joint prosthesis comprising a joint component having an opening/cavity, as taught by Farey, 
with the joint component of Leonard et al., in order to enable access to a tool. 
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Conclusion 



12. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure: Bahler (WO 01/22905 Al), and Horber (WO 03/096939 Al). 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Javier G. Blanco whose telephone number is 571-272-4747. The 
examiner can normally be reached on M-F (7:30 a.m.-4:00 p.m.), first Friday of the bi-week off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Corrine McDermott can be reached on (571) 272-4754, The fax phone numbers for 
the organization where this application or proceeding is assigned is 703-872-9306 for regular 
communications and After Final communications. Any inquiry of a general nature or relating to 
the status of this application or proceeding should be directed to the receptionist whose telephone 
number is 703-308-0858. 



JGB 





Primary Examiner 



November 9, 200 



